Sample Assignment of Trade Marks

DATE: [date]

PARTIES:

(1) 
[COMPANY NAME], a company incorporated in [England and Wales] (registration number [number]) having its registered office at [address] (the “Assignor”); and

(2) 
[COMPANY NAME], a company incorporated in [England and Wales] (registration number [number]) having its registered office at [address] (the “Assignee”).

BACKGROUND:

(A)
...

(B)
[For example, “The Assignor is the registered owner of the Registered Trade Marks and owns all rights in the Unregistered Trade Marks, and has agreed to assign all those rights to the Assignee on the terms of this Assignment”.]

AGREEMENT:

1.
Definitions and interpretation

1.1
In this Assignment:

“Assignment” means this assignment of trade marks (including the Schedule) and any amendments to it from time to time;

[“Excluded Rights” means Intellectual Property Rights specified in Part C of the Schedule;]

...

“Trade Marks” means the Registered Trade Marks and the Unregistered Trade Marks [excluding the Excluded Rights];
  

“Unregistered Trade Marks” means all Intellectual Property Rights subsisting in the unregistered trade marks specified in Part B of the Schedule and all goodwill associated with those marks; and

“Schedule” means the schedule attached to this Assignment.


...

2.
Assignment

...

3.
Further assurance

...

4.
Warranties

4.1
The Assignor warrants and undertakes to the Assignee:

(a)
that it has the legal right and authority to enter into and perform its obligations under this Assignment; 

(b)
that it is the sole owner of all right, title and interest in the Trade Marks;

[(c)
that the registrations for the Registered Trade Marks have been maintained and all renewal fees paid to the date of this Assignment;]

...

[(e)
that there are, at the date of this Assignment, no subsisting licences of any rights in the Trade Marks, and no subsisting agreements for the licensing of any rights in the Trade Marks.]

...

[5.
Indemnity



The Assignor hereby indemnifies the Assignee and undertakes to keep the Assignee indemnified against any and all damages, liabilities, losses, costs and expenses (including legal expenses and amounts paid in settlement of claims upon legal advice) arising out of or as a result of any breach by the Assignor of any term of this Assignment.]

6.
General

6.1
No breach of any provision of this Assignment will be waived except with the express written consent of the party not in breach.

...

	This is a sample document, containing selected sections from SEQ Legal's assignment of trade marks template.  Ellipses indicate omitted sections.  You can purchase a complete assignment of trade marks from:

http://www.website-contracts.co.uk/acatalog/intellectual_property_assignment.html



�	This document can be used to assign (i.e. transfer ownership of) rights in registered and unregistered trade marks. 





	Note: the assignment of a registered trade mark should itself be registered with the appropriate authorities – e.g. an assignment of a UK registered trade mark should be registered with the UK Intellectual Property Office using Form TM 16 (application to record a change of ownership).





�	If the Trade Marks can be easily defined without any carve-outs of related rights, then there will be no need for the definition of Excluded Rights.  Where for example a retained trade mark is similar to an assigned trade mark, you will usually want to retain the definition of Excluded Rights.





�	This is the most important definition in this Assignment.  It should be used to specify the subject matter of the Assignment by reference to the contents of the Schedule.  Registered trade marks are best specified by reference to the registration particulars; whereas unregistered design rights are best specified by reference to the specific words or signs used. 





�	Where the Assignee proposes to make a particular use of the Trade Marks, then it may be sensible from the Assignee's perspective to ask for an additional warranty that the proposed use “will not infringe the Intellectual Property Rights or other legal rights of any third party”.  Generally, the warranties should be consistent with the nature of the assignment – see the footnote concerning “full title guarantee”. 








