Sample Licence of Trade Marks

...

AGREEMENT:

1.
Definitions and interpretation

1.1
In this Licence:

...

[“Excluded Rights” means the Intellectual Property Rights specified as such in the Schedule;]

[“Formats” means the following formats: [flyers, leaflets, posters, brochures, booklets, books, web pages, blogs, email addresses, websites, CD-ROMs, advertisements in print and electronic media, television advertisements, product packaging, product labels, point of sale materials and products];]

...

“Licence” means this licence of trade marks (including the Schedule) and any amendments to it from time to time;

“Registered Trade Marks” means the trade mark registrations [and applications] specified in the Schedule and all goodwill associated with the marks that are the subject of those trade mark registrations [and applications];

...

“Trade Marks” means the Registered Trade Marks and the Unregistered Trade Marks [excluding the Excluded Rights];
 and

[“Unregistered Trade Marks” means all Intellectual Property Rights subsisting in the unregistered trade marks specified in the Schedule and all goodwill associated with those unregistered trade marks.]

...

2.
Term


This Licence will come into force on the Effective Date and will continue in force [until [[date] / [event]], upon which it will terminate automatically, unless terminated previously in accordance with Clause [11] / indefinitely, unless and until terminated in accordance with Clause [11]].

3.
Consideration


[In consideration for [the payment by the Licensee to the Licensor of the sum of [amount]
, receipt of which the Licensor now acknowledges, the Licensor grants to the Licensee a licence to use the Trade Marks in accordance with the terms and conditions of this Licence.]


OR


[In consideration for the agreement of the Licensee to the [agreement] executed at the same time as this Licence, the Licensor grants to the Licensee a licence to use the Trade Marks in accordance with the terms and conditions of this Licence.]

4.
Licence of Trade Marks

4.1
Within [number] Business Days following the Effective Date, the Licensor will provide to the Licensee:

(a)
representations of the Trade Marks (in [[format] / an electronic format reasonably satisfactory to the Licensee]); [and 

(b)
the Licensor's style guide relating to the use of the Trade Marks].

...

4.3
[The Licensee may sub-license the rights granted in Clause [4.2] solely for the purposes specified therein / The Licensee must not sub-license the rights granted in Clause [4.2] without the prior written consent of the Licensor.]

...

4.5
The Licensee will ensure that the symbol ® will always be used in conjunction with the Registered Trade Marks [; and the Licensee will ensure that the symbol ™ will always be used in conjunction with the Unregistered Trade Marks].

...


[4.9
The Licensee shall [promptly] comply with all [reasonable] requests concerning the manner of use of the Trade Marks made by the Licensor in writing from time to time.]

[4.10
In respect of each [publication / use] of the Trade Marks, the Licensee will identify the Licensor as the owner of the Trade Marks [using the form of acknowledgement specified in the Schedule / using a form of acknowledgement reasonably acceptable to the Licensor]
.]

...

5.
Restrictions on use of Trade Marks


The Licensee shall not use any Trade Mark in any way, or otherwise act in any way, that is likely to: 

(a)
cause harm to the goodwill attached to any of the Trade Marks;

(b)
bring the Licensor or any Trade Mark into disrepute; 

(c) 
jeopardise or invalidate the registration of any Trade Mark, assist any application to cancel or invalidate any Registered Trade Mark, or assist any opposition to any application by the Licensor to register any Trade Mark;

...

6.
Warranties and undertakings

...

7.
Assignment

...

8.
Third party infringement

8.1

If the Licensee becomes aware of an actual, potential or threatened infringement of any Trade Mark, the Licensee shall promptly notify the Licensor in writing.

[8.2
The provisions of Section 30
 of the Trade Marks Act 1994 (and any equivalent legal provisions anywhere in the world) shall [not] benefit the Licensee under this Licence.]


OR

[8.2
The Licensee shall have the same rights and remedies in respect of matters occurring during the Term as if the licence herein were an assignment, and accordingly the provisions of Section 31
 of the Trade Marks Act 1994 (and any equivalent legal provisions anywhere in the world) shall benefit the Licensee under this Licence.]

...

9.
Indemnities

...

10.
Limitations and exclusions of liability

...

11.
Termination

...

12.
Effects of termination

...

13.
General

...

	This is a sample document, containing selected sections from SEQ Legal's licence of trade marks template.  Ellipses indicate omitted sections.  You can purchase a complete licence of trade marks from:

http://www.website-contracts.co.uk/acatalog/intellectual_property_licence.html


�	This document can be used by a trade mark proprietor to license rights in registered and/or unregistered trade marks to a licensee.  





	The trade mark licence may be adapted to favour the interests of either party, or to balance the parties' interests as appropriate.





	Under Section 28(2) of the Trade Marks Act 1994, a licence of a registered trade mark is not effective unless it is in writing signed by or on behalf of the grantor.





	A grant of a licence of a registered trade mark is a registrable transaction under Section 25 of the Trade Marks Act 1994.  Until an application has been made for registration of the prescribed particulars of a registered transaction: (a) the transaction is ineffective as against a person acquiring a conflicting interest in or under the registered trade mark in ignorance of it; and (b) a person claiming to be a licensee by virtue of the transaction does not have the protection of Sections 30 or 31 of the Act – as to which, see the footnotes to Clause 8.





	Moreover, where a person becomes the licensee of a registered trade mark by virtue of a registrable transaction, unless (a) an application for registration of the prescribed particulars of the transaction is made before the end of the period of six months beginning with its date, or (b) the court is satisfied that it was not practicable for such an application to be made before the end of that period and that an application was made as soon as possible thereafter – then he or she is not entitled to damages or an account of profits in respect of any infringement of the registered trade mark occurring after the date of the transaction and before the prescribed particulars of the transaction are registered.





	A licence of a UK registered trade mark should be registered with the UK Intellectual Property Office using Form TM51.  The termination of such a licence should be registered using form TM52. 





�	If the Trade Marks can be easily defined without any carve-outs of related rights, then there will be no need for the definition of Excluded Rights.  On the other hand, where a trade mark that is not being licensed is very similar to a licensed trade mark you will want to retain the definition of Excluded Rights.





�	See Clause 4.2 for the potential use of this definition.





�	This is the most important definition in this Licence.  It should be used to specify the subject matter of the Licence by reference to the contents of the Schedule.  Registered trade marks are best specified by reference to the registration particulars, whereas unregistered design rights are best specified by reference to the specific words or signs used. 





�	Delete if no unregistered marks are to be licensed, and amend the definition for Trade Marks accordingly.





�	You will need to assess whether, as a matter of law, specific “consideration” must be provided for in the Licence.  Consideration may be defined as a thing of value given by one person to another.  For example, a promise to do something may amount to consideration.  In English law, as a general rule, all contracts must be supported by consideration from each party.   





	Two optional provisions concerning consideration are suggested.  The first can be used where consideration is being provided by way of payment (whether nominal or otherwise).  The second can be used where the consideration is set forth in a separate contractual document to be executed at the same time as the Licence where the two documents form a single arrangement (past consideration is not usually sufficient).





�	You should state here the amount of the consideration and any applicable taxes.  You may in appropriate cases provide for nominal consideration (e.g. £1.00).





�	As a matter of English law, it is a criminal offence to use the ® symbol in relation to a trade mark that is not registered.





�	Where no specific form of acknowledgement is required, delete the appropriate heading in the Schedule.





�	Where a licence is non-exclusive, you should consider using the first optional Clause 8.2; and where a licence is exclusive, you should consider using the second optional Clause 8.2.  See the footnotes to those Clauses for details.





�	Section 30 of the Trade Marks Act 1994 sets out general provisions as to rights of licensees in case of infringement.  It provides:





	“(1) This section has effect with respect to the rights of a licensee in relation to infringement of a registered trade mark.  The provisions of this section do not apply where or to the extent that, by virtue of section 31(1) below (exclusive licensee having rights and remedies of assignee), the licensee has a right to bring proceedings in his own name.





	(2) A licensee is entitled, unless his licence, or any licence through which his interest is derived, provides otherwise, to call on the proprietor of the registered trade mark to take infringement proceedings in respect of any matter which affects his interests.





	(3) If the proprietor— (a) refuses to do so, or (b) fails to do so within two months after being called upon, the licensee may bring the proceedings in his own name as if he were the proprietor.





	(4) Where infringement proceedings are brought by a licensee by virtue of this section, the licensee may not, without the leave of the court, proceed with the action unless the proprietor is either joined as a plaintiff or added as a defendant. This does not affect the granting of interlocutory relief on an application by a licensee alone.





	(5) A proprietor who is added as a defendant as mentioned in subsection (4) shall not be made liable for any costs in the action unless he takes part in the proceedings.





	(6) In infringement proceedings brought by the proprietor of a registered trade mark any loss suffered or likely to be suffered by licensees shall be taken into account; and the court may give such directions as it thinks fit as to the extent to which the plaintiff is to hold the proceeds of any pecuniary remedy on behalf of licensees.





	(7) The provisions of this section apply in relation to an exclusive licensee if or to the extent that he has, by virtue of section 31(1), the rights and remedies of an assignee as if he were the proprietor of the registered trade mark.”





�	Section 31 of the Trade Marks Act 1994 concerns the grant to an exclusive licensee of the rights and remedies of an assignee.





	Section 31 provides:





	“(1) An exclusive licence may provide that the licensee shall have, to such extent as may be provided by the licence, the same rights and remedies in respect of matters occurring after the grant of the licence as if the licence had been an assignment.  Where or to the extent that such provision is made, the licensee is entitled, subject to the provisions of the licence and to the following provisions of this section, to bring infringement proceedings, against any person other than the proprietor, in his own name.





	(2) Any such rights and remedies of an exclusive licensee are concurrent with those of the proprietor of the registered trade mark; and references to the proprietor of a registered trade mark in the provisions of this Act relating to infringement shall be construed accordingly.





	(3) In an action brought by an exclusive licensee by virtue of this section a defendant may avail himself of any defence which would have been available to him if the action had been brought by the proprietor of the registered trade mark.





	(4) Where proceedings for infringement of a registered trade mark brought by the proprietor or an exclusive licensee relate wholly or partly to an infringement in respect of which they have concurrent rights of action, the proprietor or, as the case may be, the exclusive licensee may not, without the leave of the court, proceed with the action unless the other is either joined as a plaintiff or added as a defendant. This does not affect the granting of interlocutory relief on an application by a proprietor or exclusive licensee alone.





	(5) A person who is added as a defendant as mentioned in subsection (4) shall not be made liable for any costs in the action unless he takes part in the proceedings.





	(6) Where an action for infringement of a registered trade mark is brought which relates wholly or partly to an infringement in respect of which the proprietor and an exclusive licensee have or had concurrent rights of action— (a) the court shall in assessing damages take into account— (i) the terms of the licence, and (ii) any pecuniary remedy already awarded or available to either of them in respect of the infringement; (b) no account of profits shall be directed if an award of damages has been made, or an account of profits has been directed, in favour of the other of them in respect of the infringement; and (c) the court shall if an account of profits is directed apportion the profits between them as the court considers just, subject to any agreement between them. The provisions of this subsection apply whether or not the proprietor and the exclusive licensee are both parties to the action; and if they are not both parties the court may give such directions as it thinks fit as to the extent to which the party to the proceedings is to hold the proceeds of any pecuniary remedy on behalf of the other.





	(7) The proprietor of a registered trade mark shall notify any exclusive licensee who has a concurrent right of action before applying for an order under section 16 (order for delivery up); and the court may on the application of the licensee make such order under that section as it thinks fit having regard to the terms of the licence.





	(8) The provisions of subsections (4) to (7) above have effect subject to any agreement to the contrary between the exclusive licensee and the proprietor.”








